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I. statement of Real Party in Interest 

The real party in interest in the above-identified patent application is the international 
Business Machines Corporation. 
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n. statement of Related Appeals and Xnterferences 

There are no other prior or pending appeals, interferences or judicial proceedings known 
to appellants, the appellants' legal representative, or assignee which may be related to, directly 
affect or be directly affected by or have a bearing on the Board's decision in this appeal. 
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m. status of Claims 



A. Claim Status 

Claim 1 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 2 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 3 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 4 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 5 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 6 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 
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Claim 19 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 20 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 21 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al). 

Claim 22 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 23 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.) and further in view of U.S. Patent 7,187,973 (Monteleone, et 
al.) 

Claim 24 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application pubUcation no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 25 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application pubhcation no. 2002/0099796 (Chou) m view of U.S. patent application pubhcation 
no. 2002/0046051 (Katzman, et al.). 
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Claim 26 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (BCatzman, et al.). 

Claim 27 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 29 stands rejected based on 35 U.S.C. 1 03 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (ICatzman, et al.). 

Claim 30 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 3 1 stands rejected based on 35 U.S.C. 1 03 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

Claim 32 stands rejected based on 35 U.S.C. 103 as being unpatentable over U.S. patent 
application publication no. 2002/0099796 (Chou) in view of U.S. patent application publication 
no. 2002/0046051 (Katzman, et al.). 

B. Appealed ClainK 

Claims 1-6 and 19-32 are appealed. A clean copy of these claims is contauied in 
Appendix A to this Appeal Brief. 
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IV. status of Amendments 

Subsequent to the final rejection, an Amendment was filed under 37 C.F.R. 1,1 16 to 
correct an informality noted by the Examiner in Claim 29, and specifically, to add a period at the 
end of the claim. Applicants have not been advised whether this Ameimident has been entered. 
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V. Summai-y of Claimed Subject Matter 



Concise explanation of the subject matter of claim 1 

Claim 1 is directed to a method of creating and providing information about a requisition 
order 14 (Page 2, lines 5 and 6; Page 3, lines 1-3). This method comprises the steps of providing 
an automated agent 20 for receiving and identifying a set of inquiries about the requisition order 
14 (Page 2, lines 6-8; Page 3, lines 6-9; Page 4, lines 7-10 and 24-27), and for each identified 
inquiry, preparing an associated response 14 (Page 2, lines 6-8; Page 3, lines 6-9; Page 4, lines 7- 
10 and 24-27); and a user 22 transmitting to the agent one of said set of inquiries (Page 3, lines 
8-10; Page 4, lines 7-10); the agent 20 identifying the transmitted inquiry and preparing the 
associated r^onse (Page 3, lines 8-10; Page 4, lines 7-10). The method of Claim 1 also 
comprises the steps of using an instant messaging system 12 to send said associated response 
from the agent 20 to the user 22 (Page 2, lines 9 and 10; Page 3, lines 6-9); and the user 22 
initiating an instant messaging session with the agent 20 via the instant messaguig system 12 
(Page 3, lines 8 and 9; Page 4, lines 1 and 2). The user 22 and the agent 20 create the requisition 
order 14 during said instant messaging session (Page 4, lines 24-26) by interactively 
communicating with each other during said instant messaging session via the instant messaging 
system (Page 4, lines 24-26), thereby eliminating the need to use a Web site to create the 
requisition order 14 (Page 4, lines 24-26). Claim 1 includes the additional limitation that the 
agent 20 helps the user 22 create orders through a chat window (Page 4, lines 24 and 25). 
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Concise explanation of the subiect matter of claim 19 

Claim 19 is directed to a method of creating and providing information about a 
requisition order 14 (Page 2, lines 5 and 6; Page 3, lines 1-3). This method comprises the steps 
of providing an automated agent 20 for receiving and identifying a set of inquiries about the 
requisition order 14 (Page 2, lines 6-8; Page 3, lines 6-9; Page 4, lines 7-10 and 24-27), and for 
each identified inquiry, preparing an associated response 14 (Page 2, lines 6-8; Page 3, lines 6-9; 
Page 4, lines 7-10 and 24-27); using an application program interface for connecting the agent 20 
with an instant messaging system 12 (Page 4, lines 1 1-14); and a user 22 transmitting one of said 
set of inquiries utilizing the instant messaging system (Page 2, lines 8-10; Page 4, lines 7-10). 
Claim 19 includes tiie additional steps of the agent 20 receivmg said one of the inquiries utilizing 
said application program interface (Page 4, lines 15 and 16); and the agent 20 identifying said 
one of the inquiries and preparing the associated response (Page 2, lines 8-10; Page 4, lines 7- 
10). The application program interface is used to send said associated response fi-om the agent 
20 to the user 22 via the instant messaging system 12 (Page 4, lines 16-18); and the user 22 
initiates an instant messaging session with the agent 20 via the instant messaging system 12 
(Page 3, lines 8 and 9; Page 4, lines 1 and 2). 

The method of Claim 19 includes the further steps of the user 22 and the agent 20 
creating the requisition order 14 during said instant messaging session by interactively 
communicating with each other during said instant messaging session (Page 4, lines 24-26) via 
the instant messaging system 12, thereby eliminating the need to use a Web site to create the 
requisition order 14 (Page 4, lines 24-26). Claim 19 includes the additional limitation that the 
agent 20 helps the user 22 create orders through a chat window (Page 4, lines 24 and 25). 
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Concise explanation of the subject matter of Claim 24. 

Claim 24 is dependent from Claim 1 and adds the limitation that both the user 22 and the 
agent 20 must be currently logged on to the instant messaging system 12 in order for a message 
to be sent from the user to the agent (Page 3, lines 22-27). 

Concise explanation of the subject matter of Claim 25 

Claim 25 is directed to a system (Fig. 1) for providing information about a requisition 
order 14 (Page 2, lines 5 and 6; Page 3, lines 1-3). This system comprises an automated agent 20 
for receiving and identifying a set of inquiries 14 (Page 2, lines 6-8; Page 3, lines 6-9; Page 4, 
lines 7-10 and 24-27), and for each identified inquiry, preparing an associated response 14 (Page 
2, lines 6-8; Page 3, lines 6-9; Page 4, lines 7-10 and 24-27); and a user station 22 for 
transmitting to the agent 20 one of said set of uiquiries, wherein the agent identifies the 
transmitted inquiry and prepares the associated response (Page 2, lines 8-10; Page 4, lines 7-10). 
Claim 25 also includes means connecting the agent 20 to an instant messaging system (Page 4, 
lines 1 1-13) to send said associated response from the agent to the user station 14 (Page 2, Hnes 5 
and 6; Page 3, lines 1-3), and wherein a user at the user station 22 initiates an instant messaging 
session with the agent via the instant messaging system (Page 4, lines 24-28). The user and the 
agent 20 create the requisition order 14 during said instant messaging session (Page 4, lines 24- 
26) by interactively communicating with each other during said instant messaging session via the 
instant messaging system (Page 4, lines 24-26), tiiereby eliminating the need to use a Web site to 
create the requisition order 14 (Page 4, lines 24-26). 
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Concise explanation of the subject matter of Claim 29 

Claim 29 defines a program storage device readable by machine, tangibly embodying a 
program of instructions executable by the machine to perform method steps for providing 
information about a requisition order 14 (Page 2, lines 5 and 6; Page 3, lines 1-3), wherein an 
automated agent 20 is provided for receiving and identifying a set of inquiries 14 (Page 2, lines 
6-8; Page 3, lines 6-9; Page 4, lines 7-10 and 24-27), and for each identified inquiry, preparing 
an associated response 14 (Page 2, lines 6-8; Page 3, lines 6-9; Page 4, lines 7-10 and 24-27), and 
a user 22 transmits to the agent one of said set of inquiries (Page 2, lines 8-10; Page 4, lines 7- 
10). These method steps comprise the agent 20 identifying the transmitted inquiry and preparing 
the associated response (Page 2, lines 8-10; Page 4, lines 7-10); using an instant messaging 
system 12 to send said associated response fi:om the agent 20 to the user 22 (Page 2, lines 9 and 
10; Page 3, lines 6-9); and the user 22 initiating an instant messaging session with the agent 20 
via the instant messaging system 12 (Page 3, lines 8 and 9; Page 4, lines 1 and 2). The method 
steps of Claim 29 also comprise the user 22 and the agent 20 creating the requisition order 14 
during said instant messaging session by interactively communicating with each other during 
said instant messaging session via the instant messaging system (Page 4, lines 24-26), thereby 
eliminating the need to use a Web site to create the requisition order 14 (Page 4, lines 24-26). 

Identification of means plus function and step plus function under 35 U.S.C. 1 12, and 
identification of the structure, materials or acts described in the specification as corresponding to 
each claimed function 
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Claim 1 

Claim 1 includes the followmg step plus functions 

1 . providing an automated agent for receiving and identifying a set of inquiries about the 
requisition order, and for each identified inquiry, preparing an associated response; 

Corresponding structure, material or acts 

This is done by the agent 20 (Page 2, lines 6-8; Page 4, lines 1-6). 

2 . a user transmitting to the agent one of said set of inquiries; 

Corresponduig structure, material or acts 

This is done by the user 22 (Page 2, lines 8-10; Page 4, lines 1-10). 

3 . the agent identifying the transmitted inquiry and preparing the associated response. 
Corresponding structure, material or acts 

This is done by the agent 20 (Page 2, lines 6-8; Page 4, lines 1-10). 

4. using an instant messaging system to send said associated response from the agent to 
the user; 

Corresponding structure, material or acts 

This is done by the agent 20 (Page 2, lines 9 and 10; Page 4, hnes 1 7 and 1 8). 

5. the user initiating an instant messaging session with the agent via the instant 
messagmg system; 

Corresponding structure, material or acts 
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This is done by tlie user 22 (Page 4, lines 1 and 2, and lines 24-27). 

6. the user and the agent creating the requisition order during said instant messaging 
session by interactively communicating with each other during said instant messaging session via 
the instant messaging system, thereby eliminating the need to use a Web site to create the 
requisition order. 

Correspondinig structure, material or acts 

This is done by the user 22 and the agent 20 (Page 3, lines 6-9; Page 4, lines 24-27). 
Claim 19 

Claim 19 includes the following step plus functions 

1 . providing an automated agent for receiving and identifying a set of inquiries about the 
requisition order, and for each identified inquiry, preparing an associated response; 

Corresponding structure, material or acts 

This is done by the agent 20 (Page 2, lines 6-8; Page 4, lines 1-6). 

2. using an application program interface for cotmecting the agent with an instant 
messaging system; 

Corresponding structure, material or acts 

This is done by the application program interface (Page 4, lines 1 1-18). 

3 . a user transmitting one of said set of inquiries utilizing the instant messaging system; 
Corresponding structure, material or acts 
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This is done by the user 22 (Page 2, lines 8-10; Page 4, lines 1-10). 

4. the agent receiving said one of the inqmries utilizing said application program 
interface; 

Corresponding structure, material or acts 

This is done by the agent 20 (Page 4, lines 1 1-18). 

5. the agent identifying said one of the inquiries and preparing the associated response; 
Corresponding structure, material or acts 

This is done by the agent 20 (Page 4, lines 1 1-18). 

6. using the application program interface to send said associated response from the 
agent to the user via the instant messaging system; 

Corresponding structure, material or acts 

This is done by the agent 20 (Page 4, lines 11-18). 

7. the user initiating an instant messaging session with the agent via the instant 
messaging system. 

Correspondine structure, material or acts 

This is done by the user 22 (Page 4, lines 1 and 2, and lines 24-27). 

8. the user and the agent creating the requisition order during said instant messaging 
session by interactively communicating with each other during said instant messaging session via 
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the instant messaging system, tliereby eliminating the need to use a Web site to create the 
requisition order. 

Corresponding structure, material or acts 

This is done by the user 22 and the agent 20 (Page 3, lines 6-9; Page 4, lines 24-27). 
Claim 24 does not have any means or step plus function clauses. 
Claim 25 

Claim 25 includes the followin|g means plus ftinction 

1 . means connecting tlie agent to an instant messaging system to send said associated 
response from the agent to the user station. 

Corresponding structure, material or acts 

This "means" is the application program interface (Page 4, lines 11-1 8). 
Claim 29 

Claim 29 includes the following step plus function 

1 . the agent identifying the transmitted inquiry and preparing the associated response; 
Corresponding structure, material or acts 

This is done by the agent 20 (Page 2, lines 6-8; Page 4, lines 1-10). 

2. using an instant messaging system to send said associated response firom the agent to 
the user; 

Corresponding structure, material or acts 



15 



I:\IBM\I 1 10\I6844\Amend\l 6S44.appealfarief.doc 



This is done by the agent 20 (Page 2, lines 9 and 1 0; Page 4, lines 1 7 and 1 8). 

3 . the user initiating an instant messaging session with the agent via the instant 
messaging system. 

Corresponding structure, material or acts 

This is done by the user 22 (Page 4, lines 1 and 2, and lines 24-27). 

4. the user and the agent creating the requisition order during said instant messaging 
session by interactively communicating with each other during said instant messaging session via 
the instant messaging system, thereby eliminating the need to use a Web site to create the 
requisition order. 

Corresponding structure, material or acts 

This is done by the user 22 and the agent 20 (Page 3, Unes 6-9; Page 4, lines 24-27). 
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VI. Grounds of Rejection to be Reviewed On Appeal 

Appellants ask that the following grounds be reviewed: 

1. Whether Claims 1-6, 19-22 and 24-32 are unpatentable under 35 U.S.C. §103 
over Chou in view of Katzman, et al. 

2. Whether Claim 23 is unpatentable under 35 U.S.C. 1 03 over Chou in view of 
Katzman, et al, and Monteleone, et al. 

3 . Whether Claims 24 is unpatentable under 35 USC § 1 03 over Chou in view of 
ICatzman, et al. 

Appellants note that the patentability of Claim 23 is not being separately argued; 
however. Claim 23 is dependent from Claim 1 and patentably distinguishes over the prior art 
with Claim 1, 
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Vn. Argument 



A. Rejection of Claims 1-6 and 19-32. 

The rejections of the claims are improper because the prior art does not disclose or render 
obvious tlie feature of a user and an agent creating a requisition order during an instant 
messaging session by interactively communicating with each other during an instant messaging 
session, thereby eliminating the need to use a Web site to create the requisition order, as 
described in independent Claims 1, 19, 25 and 29. Claim 1 is representative of Claims 19, 25 
and 29. 

1. This invention 

The present invention related to a procedure for usmg mstant messaging to provide and 
receive information about requisition orders over the Intemet or other computer network. As 
discussed in detail in the present application, in a requisition system, it is desirable that the 
individual who has submitted a purchase request or order have continuous, timely access to the 
status of the order. One challenge to an Intemet based requisitioning system is to provide this 
access. This challenge is complicated by the fact that, in an Intemet based system, a requisition 
order may be acted upon by a number of people in different parts of the world. 
One way to provide status access is to use a Web uiterface. There are, however, a number of 
disadvantages to this approach. One important disadvantage is that, to use a Web based solution, 
the user must log on to the Web site, go through the profile creation process, navigate through 
the Web site to a search section, and then search for their order. This is time consuming and can 
be comphcated or difficult for some users. 
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The present invention effectively addresses this and other challenges. 

One embodiment of the invention relates to a method of creating and providing 
information about a requisition order. This method comprises providing an automated agent for 
receiving and identifying a set of inquiries about the requisition order; and for each identified 
inquiry, preparing an associated response. In this method, a user transmits to the agent one of the 
set of inquiries, the agent identifies the transmitted inquiry and prepares the associated response, 
and an instant messaging system is used to send the associated response from the agent to the 
user. 

Also, the user initiates an instant messaging session with the agent via the instant 
messaging system, and the user and the agent create the requisition order during the instant 
messaging session by interactively communicating with each other during the instant messaging 
session via the instant messagmg system. This eliminates the need to use a Web site, and its 
associated complications and delays, to create the requisition order. 
The prior art does not disclose or render obvious creating a requisition order in the above- 
described way. 

2. Tlie Prior Art 

a. Chou 

For instance, Chou describes a system for generating a requisition order. In one disclosed 
embodiment, a client computer system is configured to allow a plurality of users to access a 
server computing system. The server computer system assigns each user to work site, and 
identifies items which may, and items which may not, be requisitioned by a user firom the work 
site. The server computer system receives a request for the requisition of one or more items 
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selected by a user, and verifies that each requested item is an item that may be requisitioned by a 
user at the work site with which the user is associated. 

As it is believed the Examiner has recognized, Chou does not employ an instant messaging 
system in the requisition process. In order to address this, the Examiner cites Katzman. 

b. Katzman 

Katzman discloses an electronic concession stand application that provides for users to 
view and purchase products on-line firom suppliers. One embodiment provides direct targeted 
marketing and order fulfillment between purchasers and suppliers of goods and services. An 
order wizard is provided to present a categorized list of goods and services and allows members 
to access local vendors, and the order wizard allows for direct communication via e mail, chat, 
and other Internet technologies. In one example of the electronic concession stand application, 
discussed in paragraphs 99 and 100 of Katzman, an instant message may be used to confirm that 
suppliers will be able to deliver. 

c. Monteleone, et al. 

Monteleone, et al. discloses a procedure for purchasers to enter product orders 
electronically. In this procedure, the purchasers have inomediate access to order and shipment 
status via a network application. Monteleone, et al. was cited by the Examiner primarily for its 
disclosure of an agent returning to the user a list of order identifications and sending to the user a 
list of approvers. 

3. Differences between the Claims 1, 1 9, 25 and 29 and the prior art. 
As indicated above, the prior art does not disclose or render obvious the above-described 
way in which a user and an agent create a requisition order. More specifically, the prior art does 



20 



I:\IBM\1 1 10\l6844\Amend\16844.appealbriBf.dac 



not disclose or render obvious tiie user and the agent creating the requisition order during an 
instant messaging session by interactively communicating with each other during the instant 
messaging session, thereby eliminating the need to use a Web site to create the requisition order, 
as described in independent Claims 1, 9, 25 and 29. 

Chou describes a system for generating a requisition order, however, as the Examiner has 
recognized, there are a number of important features of the present invention that are not 
disclosed in or rendered obvious by Chou. For instance, Chou does not employ an instant 
messaging system in the requisition process, hi order to address this, the Examiner cites 
Katzman. 

It is important to recognize that there is an important difference between Katzman and the 
procedure of the present invention - in the present invention, the instant message is used to create 
the order, while in Katzman, the instant message is used to confirm deliverv. but not to create the 
order. This difference is significant because, as a result, the present invention enables the 
requisition to be completely prepared without the need to access a Web site, which for some 
users can be complicated, time consuming and difficult. The present invention, in contrast to the 
procedure disclosed in Katzman, totally eliminates the need to access and use a Web site in order 
to create the requisition order 

Monteleone, et al, as mentioned above, discloses a procedure for purchasers to enter 
product orders electronically, and this reference was cited by the Examiner primarily for its 
disclosure of an agent returning to the user a list of order identifications and sending to the user a 
list of approvers. There is no disclosure, though, in Monteleone, et al of the user and agent 
creating the order during the instant messaging session 
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Independent Claims 1, 19, 25 and 29 describe this feature of the present invention. In 
particular, these claims describe the feature that the user and the agent create the requisition 
order during tlie instant messaging session by interactively communicating with each other 
during the instant messaging session vie the instant messaging system, thereby eliminating the 
need to use a Web site to create tlie requisition order. 

Appellants respectfully submit that it is critical to guard against the use of hindsight to 
read into the prior art teachings of the present invention. The Supreme Court, in KSR v. 
Teleflex. 127 S.Ct. 1727, 82 USPQ2d 1385 (2007), reiterated the importance of this safeguard. 
Specifically, the Supreme Court in KSR repeated instructions from Graham v. John Deere, 338 
USl (1966) to "guard against slipping into the use of hindsight" KSR, supra. As mentioned 
above. Claim 1 describes specific ftmctions performed by the user and the agent. Appellants 
respectfully submit that, in the present case, the Examiner, in arguing that it would have been 
obvious to have the user and the agent work together to perform these specific functions, has 
engaged in hindsight modification of the prior art - that is, reading the teaching of the present 
invention into tliat prior art. 

Because of the above-discussed differences between Claims 1, 19, 25 and 29 and the 
combination of Chou and Katzman, et al. and because of the advantages associated with those 
differences. Claims 1, 19, 25 and 29 patentably distinguish over the prior art and are allowable. 
Claims 2-6, 23 and 24 are dependent firom Claim 1 and are allowable therewith, and Claims 20- 
24 are dependent from, and are allowable with. Claim 19. Claims 26-28 are dependent firom 
Claim 25 and are allowable therewith; and Claims 30-32 are dependent firom, and are allowable 
with. Claim 29. 
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The Board is, accordingly, respectfully requested to reverse the rejections of Claims 1-6 
and 19-32 under 35 U.S.C. 103 as being unpatentable over the prior art. 

B. Refection of Claim 24 under 35 U.S.C. S103 

Claim 24 is dependent from Claim 1 and adds a significant limitation. Specifically, 
Claim 24 add the limitation that both the user and the agent must be currently logged on to the 
instant messaging system in order for a message to be sent firom the user to the agent. This 
feature, which is discussed on page 3, paragraph (16) of the specification, is of utOity because as 
a result, the message from the user to the agent can be delivered nearly instantly. 

The prior art does not operate in this way. For example, the procedure disclosed in Chou 
does not employ instant messaging, and thus clearly there is no requirement that both the user 
and the agent be currently logged on to an instant messaging system in order for a message to be 
sent from the user to the agent. Katzman, et al. disclosed the use of instant messaging, but 
instant messagiag is used to confirm delivery, not to place, the order. Moreover, there is no 
reason to modify the procedure described in Katzman, et al. to require that both the user and the 
agent be currently logged on to the instant messaging system in order for a message to be sent 
from the user to the agent, because any such message can be sent via any one of the other 
technologies used in the Katzman, et al. procedure. There is no need, in the Katzman, et al. 
procedure for ensuring instantaneous transmission of messages from the user to the agent via the 
instant messaging system. With the invention of Claim 24, that assurance is obtained - with the 
invention of Claim 24, any message that is sent, is sent instantly. 

Because the prior art does not disclose or render obvious the subject matter expressly set 
forth in Claim 24, this claim separately patentably distinguishes over the prior art. 
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Vn. Conclusion 

There are, thus, important differences between Claims 1, 19, 23, 25, and 29 and the prior 
art, and significant advantages associated with those differences. For these reasons, Claims 1, 
1 9, 23, 25 and 29 patentably distinguish over the prior art and are allowable. Claims 2-6, 23 and 
24 are dependent from Claim 1 and are allowable therewith, and Claims 20-24 are dependent 
from, and are allowable with. Claim 19. Also, Claims 26-28 are dependent from Claim 25 and 
are allowable therewith; and Claims 30-32 are dependent from, and are allowable with, Claim 
29. 

Accordingly, the rejections of Claims 1-6 and 19-32 under 35 U.S.C. §103, are not 
proper, and the Board of Appeals is respectfully requested to reverse these rejections. 
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VIII. Claims Appendix 

A clean copy of Claims 1-6 and 19-32 is contained in Appendix A to this Appeal Brief. 
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Evidence Appendix 

Appellants are not relying on any affidavits, extrinsic documents or extrinsic evidence. 
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X. Related Proceedines Appendix 

As indicated above, there are no other prior or pending appeals, interferences or judicial 
proceedings known to appellants, the appellants' legal representative, or assignee which may be 
related to, directly affect or be directly affected by or have a bearing on the Board's decision in 
this appeal. 



Scully, Scott, Murphy & Presser, P.C. 
400 Garden City Plaza, Suite 300 
Garden City, New York 11530 
(516)742-4343 

JSS:gc 

Enclosure: Appendix A 



Respectfully submitted, 



Dated: October 7, 2009 




Registration No. 28,757 
Attorney for Applicants 
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APPENDIX A 



1 . A method of creating and providing information about a requisition order, comprising the 
steps: 

providing an automated agent for receiving and identifying a set of inquiries about the requisition 
order, and for each identified inquiry, preparing an associated response; 

a user transmitting to the agent one of said set of inquiries; 

the agent identifying the transmitted mquiry and preparing the associated response; 

using an instant messaging system to send said associated response from the agent to the user; 

the user initiating an instant messaging session with the agent via the instant messaging system; 

and 

the user and the agent creating the requisition order during said instant messaging session by 
interactively commimicating with each other during said instant messaging session via the instant 
messaging system, thereby eliminating the need to use a Web site to create the requisition order^ 
wherein the agent helps the user create orders through a chat window. 

2. A method according to Claim 1, for use with a given requisition system, and further 
comprising the steps of: 

the user submitting the requisition order to the requisition system; and 

providing the agent with access to the requisition system to transmit information to and to 
receive information from the requisition system. 
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3. A method according to Claim 2, flirther comprising the step of the agent, in response to 
identifying the transmitted inquiry, accessing the requisition system to obtain an answer to the 
transmitted inquiry. 

4. A method according to Claim 1 , wherein the step of the user transmitting to the agent one 
of said set of inquiries includes the step of the user using the instant messaging system to 
transmit to the agent said one of tlie set of inquiries. 

5. A method according to Claim 1, wherein: 

the step of the user initiating a session with the agent includes the step of the user transmitting to 
the agent a request to initiate preparation of the requisition order; 

the step of the agent preparing the associated response includes the step of the agent preparing a 
set of prompts to obtain information from the user about the requisition order; and 
the step of using the instant messaging system includes the step of using the instant messaging 
system to send the set of prompts to the user. 

6. A method according to Claim 5, farther comprising the steps of: 

the user, in response to receiving the set of prompts^ providing said information to the agent; and 
the agent using said provided information to complete the requisition order, and sending the 
completed requisition order to a given requisition system. 

Claims 7-18 (Cancelled) 
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19 A method of creating and providing information about a requisition order, comprising the 
steps: 

providing an automated agent for receiving and identifying a set of inquiries about the requisition 
order, and for each identified inquiry, preparing an associated response; 

using an application program interface for connecting the agent with an mstant messaging 
system; 

a user transmitting one of said set of inquiries utilizing the instant messaging system; 

the agent receiving said one of the inquiries utilizing said application program iuterface; 

the agent identifying said one of the inquiries and preparing the associated response; 

using the application program interface to send said associated response from the agent to the 

user via the instant messaging system; 

the user initiating an instant messaging session with the agent via the instant messaging system; 
and 

the user and the agent creating the requisition order during said instant messaging session by 
interactively conununicating with each other during said instant messaging session via the instant 
messaging system, thereby elimmating the need to use a Web site to create the requisition order, 
wherein the agent helps the user create orders through a chat window. 
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20. A method according to Claim 19, for use with a given requisitioning system, comprising 
the further step of using a database connection program to connect the agent with the 
requisitioning system and to enable the agent to send messages to and to receive data from said 
requisitioning system, 

21 . A method according to Claim 20, wherein: 

said one of the inquiries asks for specific infoimation from the requisitioning system; 
the step of the agent preparing the associated response includes the step of, the agent using the 
database connection program to access the requisitioning system to obtain said specific 
information; and 

the step of using the application program interface to send the response to the user includes the 
steps of the agent sending said specific information to the application program interface, and said 
application program interface sending said specific information, via the instant messaging 
system, to the user. 

22. A method according to Claim 21, wherein said one of the inquiries asks for the status of 
the requisition order. 

23 . A method according to Claim 1 , comprising the further step of: 

the agent providing to the user an address of a Website where the user can get more information 
about the requisition order; and 

wherein the step of using the instant messaging system to send the associated response includes 
the steps of: 
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i) the agent returning to the user a list of order identifications for the user, and 

ii) the agent sending to the user a list of approvers currently assigned to the requisition 
order, 

24. The method according to Claim 1, wherein both the user and the agent must be currently 
logged on to the instant messaging system in order for a message to be sent from the user to the 
agent. 

25. A system for providing information about a requisition order, comprising: 

an automated agent for receiving and identifying a set of inquiries, and for each identified 
inquiry, preparing an associated response; 

a user station for transmitting to the agent one of said set of inquiries; wherein the agent 

identifies the transmitted inquiry and prepares tiie associated response; and 

means connecting the agent to an instant messaging system to send said associated response fi:om 

the agent to the user station; 

wherein a user at the user station initiates an instant messaging session with the agent via the 
instant messaging system, and the user and the agent create the requisition order during said 
instant messaging session by interactively communicating with each other during said instant 
messaging session via the instant messaging system, thereby eliminating the need to use a Web 
site to create the requisition order. 
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26. A system according to Claim 25, for use with a given requisition system and wherein a 
user prepares the requisition order and submits the order to the requisition system, the system 
fijrfher comprising means for providing the agent with access to the requisition system to 
transmit information to and to receive information from the requisition system. 

27. A system according to Claim 26, wherein the agent, in response to identifying the 
transmitted inquiry, accesses the requisition system to obtain an answer to the transmitted 
inquiry. 

28. A system according to Claim 25, wherein the user station transmits to the agent a request 
to initiate preparation of the requisition order, and wherein: 

the agent includes means to prepare a set of prompts to obtain information from the user about 
the requisition order; and 

the agent uses the instant messagmg system to send the set of prompts to the user. 

29. A program storage device readable by machine, tangibly embodying a program of 
instructions executable by the machine to perform method steps for providing information about 
a requisition order, wherein an automated agent is provided for receiving and identifying a set of 
inquiries, and for each identified inquiry, preparing an associated response, and a user transmits 
to the agent one of said set of inquiries, said method steps comprising: 

the agent identifymg the transmitted inquiry and preparing the associated response; 

using an instant messaging system to send said associated response from the agent to the user; 
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the user initiating an instant messaging session with the agent via the instant messaging system; 
and 

tlie user and the agent creating the requisition order during said instant messaging session by 
interactively communicating with each other during said instant messaging session via tiie instant 
messaging system, thereby eliminating the need to use a Web site to create the requisition order 

30. A program storage device according to Claim 29, for use with a given requisition system, 
and wherein the user prepares the requisition order and submits the order to tiie requisition 

system; and the method comprises the farther step of providing the agent with access to the 
requisition system to transmit information to and to receive information from the requisition 
system. 

31. A program storage device according to Claim 30, wherein the method comprises the 
further step of the agent, in response to identifying the transmitted inquiry, accessing the 
requisition system to obtain an answer to the transmitted inquiry. 

32. A program storage device according to Claim 29, wherein the user transmits to the agent 
a request to initiate preparation of the requisition order, and wherein: 

the step of the agent preparing the associated response includes the step of the agent preparing a 
set of prompts to obtain information from the user about the requisition order; and 
the step of using the instant messaging system includes the step of using the instant messaging 
system to send the set of prompts to the user. 
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